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DETAILED ACTION 

Applicant's election of Group II, claims 1-24, in the reply filed on September 5, 
2006. is acknowledged. Applicant's election of species (ll-c) where the metabolic 
blocker is -C(X)D-, A is alky! of 18 carbons, X is methyl and D is hydrogen, is also 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claims 1-48 are pending. 

Claims 25-48 are withdrawn from consideration because they are directed to the 
non-elected invention. 

Claims 3-4, 8-10, 12-13 and 18-24 are withdrawn from consideration because 
they are not directed to the elected species. 

Claims 1-2, 5-7, 1 1 and 14-17 are examined. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 14 recites the limitation "the compound" in claim 1. There is insufficient 
antecedent basis for this limitation in the claim because "the compound" in claim 1 has 
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already been defined as being a fatty acid, 
intend to limit. 

Appropriate correction is required. 
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It is unclear what the recitation in claim 14 is 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-2. 5-7, 11 and 14-17 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claims 1-2, 5-7, 1 1 and 14-17 are directed to a method of substituting a portion 
of the edible fat in a food composition with a compound that is a fatty acid including a 
physiologically acceptable ester thereof or a metabolic precursor thereof without any 
structural limitation. The specification only provides a statements that triglyceride esters 
of the fatty acid are particularly attractive as the fat substitute (page 36, lines 31-32) and 
provides as an example that R,R,S-phytol is a metabolic precursor of R,R,S-phytanic 
acid and subsequently R,R,S-pristanic acid as a result of metabolic oxidation and other 
processes (page 36, lines 12-14). The disclosure does not meet the written description 
provision of 35 USC § 1 12, ist Paragraph. The specification provides insufficient 
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written description to support the genus encompassed by claims 1-2, 5-7, 11 and 14-17 
of a fatty acid including a physiologically acceptable ester thereof or a metabolic 
precursor thereof. 

Vas-Cath Inc. v. Mahurkar, 19 USPQ2d 1111, makes clear that "applicant must 
convey with reasonable clarity to those skilled in the art that, as of the filing date sought, 
he or she was in possession of the Invention. The invention is, for purposes of the 
'written description' inquiry, whatever is not claimed." (See page 1117). The 
specification does not "clearly allow persons of ordinary skilled in the art to recognize 
that [he or she] invented what is claimed." (See Vas-Cath at page 1116). 

In the instant case, a skilled artisan cannot envision the detailed chemical 
structure of a physiologically acceptable ester in general of a fatty acid or a metabolic 
precursor of a fatty acid. Adequate written description requires more than a mere 
statement that it is part of the invention and reference to potential compounds. The 
chemical itself is required. See Fiers v. Revel, 25 USPQ2d 1601, 1606 (CAFC 1993) 
and Amgen Inc. V. Chugai Pharmaceutical Co. Ltd., 18 USPQ2d 1016. Finally, 
University of California v. Eli Lilly and Co., 43 USPQ2d 1398, 1404, 1405 held that: 

...To fulfill the written description requirement, a patent specification must 
describe an invention and do so in sufficient detail that one skilled in the art can cleariy 
conclude that "the inventor invented the claimed invention." Lockwood v. American 
Airiines, Inc., 107 F.3d 1565, 1572, 41 USPQ2d 1961. 1966 (1997); In re Gosteli, 872 F. 
2d 1008. 1012. 10 USPQ2D 1614, 1618 (Fed. Cir. 1989) ("[T]he description must clearly 
allow persons of ordinary skill in the art to recognize that [the inventor] invented what is 
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claimed."). Thus, an applicant complies with the written description requirement "by 
describing the invention, with all its claimed limitations, not that which makes it obvious," 
and by using "such descriptive means as words, structures, figures, diagrams, formulas, 
etc., that set forth the claimed invention." Lockwood, 107 F.3d at 1572, 41 USPQ2D at 
1966. 

Therefore, claims 1-2, 5-7, 11 and 14-17 do not meet the written description, 
provision of 35 USC § 1 12, 1st Paragraph. Applicant is reminded that Vas-Cath makes 
clear that the written description provision of 35 USC § 1 12 is severable from its 
enablement provision (see page 1115). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made In this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication In this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
■ States. 

Claims 1-2, 5-7, 1 1 and 14-17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Whyte (US Patent 3,579,548, issue date: May 18, 1971). 

Claims 1-2, 5-7, 1 1 and 14-17 recite a method of reducing metabolic caloric 
content of a food composition comprising substituting edible fat of the food composition 
with a compound of a fatty acid or a physiologically acceptable ester thereof or a 
metabolic precursor thereof. The compound has the following structure: 

A (metaboliq blocker) - COjH 
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-e{X) (D) 

vyhere A is an alkyi of 18 carbon, the metabolic blocker is where X 

is methyl and D is hydrogen. 

Whyte discloses triglyceride esters of a-branched carboxylic acids that can be 
used as a partial or total replacement for ordinary triglyceride fat in fat-containing food 
composition to reduce the caloric value (column 2, lines 18-21). The low calorie fat 
compound has the general formula (I) defined as: 

wbei^ X ia an a-bsandiBd caitosylip a^ lesfdoe having 




. Ri aiid;Ra jup-fZSiSbL $etected from aSSsyl ^citips of 

R^ is si4e^<^; and a%l groapa cf 

1 to 30 cu ^ i^tel car^a atoins io 

0 

wlieran is selected .ttcm ai($srl> aad alkeiie grcQps dE 

When Ri is an alkyI of 18 carbon, R2 is a methyl and R3 is hydrogen, the resulting 
compound as disclosed by Whyte is a physiologically acceptable ester of a compound 
that is identical to the compound of the instant application. 



Application/Control Number: 1 0/763,1 1 1 Page 7 

Art Unit: 1614 

Clearly, a method of reducing metabolic caloric content of a food composition by 
substituting edible fat of the food composition with a compound of a fatty acid or a 
physiologically acceptable ester thereof or a metabolic precursor thereof is anticipated. 

Claim 14 recites the limitation where the composition comprises about 1% to 
about 100% of the edible fat. Whyte teaches a food composition wherein from about 
10% to about 100% of the total fat comprises the glycerol esters of the a-branched 
carboxylic acids (column 2, lines 50-53). 

Claim 15 recites the limitation where the food composition comprises a protein or 
a carbohydrate or both. Whyte teaches that the low calorie fats can be used in food 
products such as mayonnaise, margarine and diary products (column 7, lines 20-23). 

The recitation of "having yield energy from beta-oxidation that is low enough to 
render said fatty acid metabolically low caloric" in the claims 1-2, 5-7, 1 1 and 14-17 and 
the recitation of "substantially incapable of beta-oxidation" in claim 16 are merely 
scientific explanation or function of the composition. 

"[T]he discovery of a previously unappreciated property of a prior art composition, 
or of a scientific explanation for the prior art's functioning, does not render the old 
composition patentably new to the discoverer." Atlas Powder Co. v. Ireco Inc., 190 F.3d 
1342,1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a new use. 
new function or unknown property which is inherently present in the prior art does not 
necessarily make the claim patentable. 

It is noted that In re Best (195 USPQ 430) and In re Fitzgerald (205 USPQ 594) 
discuss the support of rejections wherein the prior art discloses subject matter which 
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there is reason to believe inherently includes functions that are newly cited or is 
identical to a product instantly claimed. In such a situation the burden is shifted to the 
applicants to "prove that subject matter shown to be in the prior art does not possess 
characteristic relied on" (205 USPQ 594, second column, first full paragraph). 
Therefore, claims 1-2, 5-7, 11 and 14-17 are clearly anticipated. 



Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nancy L. Zhang whose telephone number is (571)-272- 
8270. The examiner can normally be reached on Mon.- Fri. 8:30am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571)-272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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